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IN THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF TEXAS 

HOUSTON DIVISION 

DIAGEO NORTH AMERICA, INC., 

 Plaintiff, 

v.

MEXCOR, INC. AND 
EJMV INVESTMENTS, LLC, 

 Defendants. 

§
§
§
§
§
§
§
§
§
§
§

CIVIL ACTION NO.  _____________ 

COMPLAINT

 Plaintiff Diageo North America, Inc. (“Diageo” or “Plaintiff”), by its attorneys, alleges as 

follows for its complaint against defendants Mexcor, Inc. (“Mexcor”) and EJMV Investments, 

LLC (“EJMV,” collectively, “Defendants”):

NATURE OF THE ACTION 

1. This is an action to recover for Defendant’s willful acts of trademark 

infringement, trade dress infringement, unfair competition, and false designation of origin under 

15 U.S.C. §§ 1114 and 1125(a); trademark dilution by blurring and tarnishment under 15 U.S.C. 

§ 1125(c); trademark dilution and injury to business reputation under Section 16.103 of the 

Texas Business and Commerce Code; and trademark infringement and unfair competition under 

Texas common law.

2. Plaintiff manufactures, advertises, distributes, and sells CROWN ROYAL®

Canadian whisky, a world-famous alcoholic beverage that is packaged in an iconic, distinctive, 

and famous “purple bag” (the “Purple Bag” mark).  The Purple Bag is velvety and has 
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drawstrings around the top.  Plaintiff’s CROWN ROYAL® word mark and Purple Bag mark are 

the subject of incontestable federal trademark registrations, and are extremely strong and 

inherently distinctive.  Through CROWN ROYAL® whisky’s enormous commercial success, 

substantial advertising and sales, and through tremendous consumer satisfaction, the CROWN 

ROYAL® mark and Purple Bag mark have become famous and, accordingly, are exceedingly 

strong marks entitled to a wide scope of protection.  Photographs of the CROWN ROYAL®

product and its Purple Bag packaging are attached at Exhibit 1.  In addition to the core CROWN 

ROYAL® Canadian whisky product, Diageo has developed and sells several CROWN ROYAL®

line extensions under the marks CROWN ROYAL® MAPLE, CROWN ROYAL BLACK®,

CROWN ROYAL RESERVE®, and CROWN ROYAL XR®; these products are packaged in 

CROWN ROYAL® bags in the colors brown, black, gold, and blue, respectively.  Thus, while 

the Purple Bag mark is famous and is immediately identified with CROWN ROYAL® whisky, 

consumers have come to understand that CROWN ROYAL® products come in bags in other 

colors as well.  Photographs of the CROWN ROYAL® line extensions and the corresponding 

bags are attached at Exhibit 2. 

3. This action arises because Defendants have deliberately and in bad faith 

embarked on a nationwide scheme to trade on the enormous popularity, goodwill, and consumer 

recognition of Plaintiff’s CROWN ROYAL® brand and the CROWN ROYAL® and Purple Bag 

trademarks for their own commercial benefit.  On information and belief, Defendants EJMV and 

Mexcor are acting in concert to accomplish this scheme.  Defendants have begun unfairly 

marketing, distributing, and selling directly-competing Canadian whisky products under a wealth 

of infringing and dilutive brand names dominated by the term “CROWN,” including Texas 

CROWN Club, Florida CROWN Club, Tennessee CROWN Club, Arkansas CROWN Club, and 

Case 4:13-cv-00856   Document 1    Filed in TXSD on 03/26/13   Page 2 of 32

A2



 3

South Carolina CROWN Club.  Defendants were not content to use imitative names alone.  They 

are advertising, promoting, and selling their infringing products in imitative bags that not only 

violate Diageo’s rights in the Purple Bag mark, but unfairly imitate the overall look and feel of 

Diageo’s CROWN ROYAL® product line.  When exposed to Defendants’ whiskies in the 

marketplace, consumers are likely to mistakenly believe that Defendants’ whiskies are affiliated 

with, sponsored by, approved by, or associated with CROWN ROYAL® whisky, or that 

Defendants’ various whiskies are regional variations or novelty line extensions of CROWN 

ROYAL® whisky.  Like Diageo, Defendants have selected whisky brand names that emphasize 

“CROWN,” a distinctive and famous term that is closely identified with CROWN ROYAL®

whisky.  Indeed, “CROWN” is in many cases the most prominent word on Defendants’ 

infringing products.  Moreover, Defendants regularly depict the term CROWN in a gold script 

font confusingly similar to the distinctive gold script used by Plaintiff to display its CROWN 

ROYAL® trademark.  Photographs of the Texas CROWN Club, Florida CROWN Club, 

Tennessee CROWN Club, Arkansas CROWN Club, and South Carolina CROWN Club products 

and their accompanying infringing bags are attached at Exhibit 3.  

4. Defendants’ packaging and branding exacerbate the likelihood of consumer 

confusion.  Specifically, Defendants are packaging their whisky products in soft cloth bags or 

sacks with drawstrings at the top that emulate Plaintiff’s Purple Bag packaging and registered 

trademark as well as the other bags Diageo uses for CROWN ROYAL® line extensions.  While 

CROWN ROYAL® whisky is sold in a famous Purple Bag and the various CROWN ROYAL®

line extensions are sold in black, brown, blue, and gold bags, Defendants’ whiskies are sold in 

bags designed to evoke both CROWN ROYAL® and the geographic region in which each of 

Defendants’ infringing products is sold.  For example, Texas CROWN Club whisky is sold in a 
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bag that resembles the Texas state flag; South Carolina CROWN Club whisky is sold in a navy 

blue bag that resembles the South Carolina state flag; Tennessee CROWN Club whisky is sold in 

a bag that resembles the Tennessee state flag; and Arkansas CROWN CLUB whisky is sold in a 

bag that resembles the Arkansas state flag.  The bag intended for Southern CROWN Club 

whisky is grey and incorporates design elements reminiscent of the Confederate flag.  The bag 

intended for Las Vegas CROWN Club is red and displays cards and gambling chips.  The 

Florida CROWN Club whisky is sold in a black bag having a depiction of an alligator in gold.  

Defendants’ confusingly similar and dilutive bags immediately evoke Plaintiff’s famous Purple 

Bag mark and other CROWN ROYAL® bags causing consumers to believe that Defendants’ 

products originate with or are regional variations or line extensions from the maker of CROWN 

ROYAL® whisky.

5. The parties’ respective Canadian whisky products are being sold in the same retail 

outlets, in many cases side-by-side and even intermingled.  The overall effect of Defendants’ 

activities creates the mistaken impression by consumers that CROWN ROYAL® whisky is now 

available in novelty packaging that celebrates a particular state or geographic region. 

6. Diageo is already aware of actual confusion occurring in the marketplace as a 

result of Defendants’ infringing products. 

7. Defendants’ activities are irreparably injuring Diageo, and will continue to do so 

unless and until halted by this Court.  Diageo seeks immediate and permanent injunctive relief, 

statutory, compensatory, and punitive damages, defendant’s profits, Diageo’s reasonable 

attorneys’ fees and expenses, a product recall, and corrective advertising sufficient to address 

Defendants’ wrongdoing.  Diageo also seeks cancellation of Mexcor’s infringing registrations 

under 15 U.S.C. § 1064, and an order pursuant to 15 U.S.C. § 1119 that Defendants’ infringing 
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U.S. trademark registrations and pending applications that incorporate the “Crown” term and/or 

Defendants’ unlawful “bag” designs be cancelled, withdrawn, and denied registration (some of 

these registrations and applications are owned by Mexcor, and some of are owned by EJMV).

PARTIES 

8. Plaintiff Diageo is a Connecticut corporation with a business address of 801 Main 

Avenue, Norwalk, Connecticut 06851.

9. On information and belief, Defendant Mexcor is a Texas corporation with a 

business address of 8950 Railwood Drive, Houston, Texas 77078. 

10. On information and belief, Defendant EJMV is a Texas corporation with a 

business address of 1401 McKinney Street, Suite 1700, Houston, Texas 77010.  On information 

and belief, Defendants Mexcor and EJMV share ownership and common interests.  On 

information and belief, a single individual, Eduardo Morales, is Mexcor’s President and the sole 

member of EJMV. 

JURISDICTION AND VENUE 

11. This Court has jurisdiction over the subject matter of this action under Section 39 

of the Lanham Act (15 U.S.C. § 1121) and 28 U.S.C. §§ 1331 and 1338.  This Court has 

supplemental jurisdiction over Diageo’s related state statutory and common law claims pursuant 

to 28 U.S.C. §§ 1338 and 1367.

12. This Court has personal jurisdiction over Defendant Mexcor and Defendant 

EJMV because on information and belief, (a) both Defendants reside in Texas and this judicial 

district; (b) Mexcor’s and EJMV’s principal places of business are located within the Southern 

District of Texas; (c) at least one of Defendants’ infringing whiskey products is available for 

purchase in the State of Texas and this judicial district; (d) Defendants have committed tortious 
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acts in the State of Texas and this judicial district, and Plaintiff’s claims arise out of such acts; 

(e) Defendants regularly conduct business in the state of Texas and this judicial district; and 

(f) on information and belief, Defendants have otherwise made or established contacts in the 

State of Texas and this judicial district sufficient to permit the exercise of personal jurisdiction. 

13. Venue is proper in this judicial district pursuant to 28 U.S.C. §§ 1391 and 1400. 

FACTS COMMON TO ALL CLAIMS FOR RELIEF 

A. Diageo and CROWN ROYAL® Whisky – Marketplace Background 

14. CROWN ROYAL® Canadian whisky has been marketed and sold in the United 

States since at least as early as 1954, and the product is currently one of the most widely 

consumed whiskies in the United States.  CROWN ROYAL® whisky is sold throughout the 

United States and its annual U.S. sales are currently in the hundreds of millions of dollars.   

15. In addition to CROWN ROYAL® whisky, Diageo also distributes CROWN 

ROYAL merchandise throughout the United States, including t-shirts, jackets, caps, and other 

apparel. Both the CROWN ROYAL® and Purple Bag marks have also been used in connection 

with sponsorships of sporting events, including rodeo, football, and NASCAR.  Such uses of the 

CROWN ROYAL® and Purple Bag marks in connection with goods and services beyond whisky 

further strengthen the CROWN ROYAL® brand and broaden the scope of protection afforded the 

CROWN ROYAL® and Purple Bag marks.    

16. CROWN ROYAL® whisky is sold throughout the United States in a wide variety 

of trade channels, including bars, clubs, restaurants, liquor stores, mass retail outlets (e.g., 

Wal-Mart and Target), club retail outlets (e.g., Sam’s Club and Costco), grocery stores, and other 

retail locations, as well as at sporting events, concerts, and other entertainment events.  Diageo 
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exercises great care, skill, and diligence in connection with its CROWN ROYAL® whisky and 

other products and maintains exacting standards of the highest quality. 

17. CROWN ROYAL® whisky has been extensively advertised and promoted in 

various media in the United States, including in television commercials and print publications.  

Diageo also maintains an extensive internet presence for CROWN ROYAL® whisky, and in 

addition to the website located at <crownroyal.com>, Diageo prominently uses Twitter, 

YouTube, Facebook, and other social media resources to promote the CROWN ROYAL® brand.  

Diageo’s advertising and promotional expenditures on behalf of CROWN ROYAL® whisky are 

substantial, and for the three-year period that ended on December 31, 2012 were in excess of 

$100 million.   

18. In addition to the CROWN ROYAL® mark, advertising and promotional 

materials for CROWN ROYAL® whisky commonly emphasize and prominently depict the 

Purple Bag that is used for the whisky’s packaging, and that has been a focal point of CROWN 

ROYAL® advertising and promotional activities.  Diageo’s official brand history highlights the 

role the Purple Bag has played – along with the particular connection of CROWN ROYAL® to 

Texas:

The History of the Purple Bag 

To celebrate the maiden visit to Canada of King George VI and 
Queen Elizabeth of England, Seagram’s Chairman Samuel 
Bronfman developed a unique whisky of refined smoothness for 
the occasion. But he needed something to present this crown jewel 
in.  Something regal.  Something luxurious.  It was decided this 
special whisky would be housed in a velvet bag of purple -- since 
ancient times the color reserved for royalty -- with drawstrings of 
gold.  From this grand beginning, the fancy purple bag and its 
perfectly aged contents stayed under wraps in Canada. But as fate 
would have it with something this exceptional, word was bound to 
travel. And travel it did.  When enterprising Canadians headed to 
seek their fortune in the oil rich lands of Texas in the 1960s, they 
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packed their trusty purple bags for the journey. In no time at all, 
tales of Crown Royal’s smoothness spread like a fine whiskey 
across the land.  Today, fifty million purple velvet bags are 
stitched for Crown Royal every year. Each one remains above all a 
symbol of excellence to those who savor Crown Royal. It’s a sign 
that every glass will taste exactly like the first.  A guarantee that 
you can tell a whisky by its cover.  And luxurious proof that good 
things come in velvety packages.   

See http://www.crownroyal.com/ society-of-the-crown-the-bag. 

19. The Purple Bag mark has been featured in CROWN ROYAL® advertising 

campaigns since at least 1964; for example, the Purple Bag mark is currently widely included in 

CROWN ROYAL® displays at “off-premise” retail locations (including liquor stores, grocery 

stores, and mass retail outlets).  Diageo regularly offers custom Purple Bag embroidery at off-

premise events and over the internet, enabling consumers to have their Purple Bags embroidered 

with their names, initials, and other personal indicia. 

20. Beyond Diageo’s advertising, CROWN ROYAL® whisky has also historically 

received an enormous amount of third-party media attention, and such media attention has 

focused not only on the CROWN ROYAL® mark, but the Purple Bag packaging as well.  This 

media attention has helped make CROWN ROYAL® whisky and the Purple Bag memorable and 

distinctive in the minds of the consuming public. 

21. Diageo uses velvety bags in connection with the CROWN ROYAL® line 

extensions.  CROWN ROYAL® Maple comes in a brown bag; CROWN ROYAL BLACK® in a 

black bag; CROWN ROYAL XR® in a blue bag; and CROWN ROYAL RESERVE in a gold 

bag.  Consumers recognize these bags in their own right, and also identify them strongly with the 

CROWN ROYAL® line of products.  Many collect limited-edition or line-extension bags to 

complement their Purple Bags. 
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B. Diageo’s Distinctive and Famous CROWN ROYAL and Purple Bag Trademarks 

22. The CROWN ROYAL® and Purple Bag trademarks are inherently distinctive 

marks. 

23. Diageo is the owner of many federal trademark registrations for the CROWN 

ROYAL® trademark, including the following (arranged chronologically by first use date; in this 

Complaint, these trademarks are encompassed by the phrase “CROWN ROYAL® trademark”): 

Mark First Use Date Reg. No. Reg. Date Covered Goods 

CROWN ROYAL 
(Stylized)®

Jan. 11, 1954 635,313 Oct. 2, 1956 Alcoholic liquors-namely, 
whiskey

CROWN ROYAL and 
Design®

Jan. 11, 1954 2,094,877 Sept. 9, 1997 Whisky 

CROWN ROYAL® 1964 2,851,028 June 8, 2004 Alcoholic beverages namely 
whiskey

CROWN ROYAL and 
Design®

1964 3,020,295 Nov. 29, 2005 Alcoholic beverages, namely, 
distilled spirits 

CROWN ROYAL® 1989 3,096,261 May 23, 2006 Articles of clothing, namely, 
jackets, caps, pullovers, shirts, 
t-shirts 

CROWN ROYAL 
(Stylized)®

1989 3,234,379 Apr. 24, 2007 Articles of clothing, namely, 
jackets, wind resistant jackets, 
leather jackets, boxer , shirts, 
golf shirts, polo shirts, knit 
shirts, tank tops, pants, 
sleepwear, sweatshirts, t-shirts, 
caps, baseball caps, visors, 
bandanas, hats, aprons, 
footwear, namely, sandals and 
flip-flops 

CR CROWN ROYAL 
SPECIAL RESERVE 
and Design®

Oct. 1, 1991 1,724,742 Oct. 13, 1992 Whisky 
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CROWN ROYAL® Feb. 2005 3,703,562 Oct. 27, 2009 Articles of clothing, namely, 
sweatshirts and hats; Financial 
sponsorship of sporting and 
cultural events 

CROWN ROYAL 
CHAMPION-SHIP
RACING®

Feb. 2005 3,234,495 Apr. 24, 2007 Financial sponsorship of 
sporting and cultural events 

CROWN ROYAL 
XR®

June 30, 2006 3,291,893 Sept. 11, 2007 Alcoholic beverages, namely, 
whisky

CROWN ROYAL 
EXTRA XR RARE 
and Design®

June 30, 2006 3,314,727 Oct. 16, 2007 Alcoholic beverages, namely, 
whisky

CR CROWN ROYAL 
SPECIAL RESERVE 
and Design®

Sept. 2006 3,332,468 Nov. 6, 2007 Alcoholic beverages, namely, 
whisky

CROWN ROYAL 
CASK NO. 16 

Sept. 30, 2007 3,506,079 Sept. 23, 2008 Alcoholic beverages, namely, 
whisky

CROWN ROYAL 
RESERVE®

Oct. 2008 3,596,123 Mar. 24, 2009 Distilled spirits 

CROWN ROYAL 
RESERVE CROWN 
ROYAL RESERVE 
CRR and Design®

Oct. 2008 3,596,124 Mar. 24, 2009 Alcoholic beverages, namely, 
whisky

CROWN ROYAL 
BLACK®

Mar. 1, 2010 4,023,275 Sept. 6, 2011 Alcoholic beverages except 
beers

Each of these trademark registrations is valid and subsisting, and several of these trademark 

registrations have become incontestable pursuant to 15 U.S.C. §1065.  Documentation reflecting 

the trademark registrations and incontestability status are attached as Exhibit 4. 

24. In addition to these trademark registrations for the CROWN ROYAL® mark, 

Diageo also owns a federal trademark registration for the design of the purple, gold-trimmed 

drawstring pouch in which CROWN ROYAL® whisky is sold (referred to in this Complaint as 

the Purple Bag mark): 
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Mark First Use Date Reg. No. Reg. Date Covered Goods 

Jan. 1, 1964 3,137,914 Sept. 5, 2006 Alcoholic beverages, namely, 
spirits

This Purple Bag trademark registration is valid and subsisting and has become incontestable 

pursuant to 15 U.S.C. §1065.  Documentation reflecting this trademark registration and 

incontestability status is attached as Exhibit 5. 

25. In addition to its extensive rights based on its CROWN ROYAL® and Purple Bag 

trademark registrations, Diageo has extensive federal and state common law rights in the 

CROWN ROYAL® and Purple Bag trademarks based on Diageo’s extensive advertising, 

promotion, and sales of CROWN ROYAL® whisky and other products using these trademarks. 

26. Furthermore, when used in conjunction with each other, the CROWN ROYAL®

product, bottle shape, product name, and Purple Bag packaging create a unique, distinctive, 

widely-recognized, famous, and non-functional trade dress (the “CROWN ROYAL® Trade 

Dress”).  

27. In sum, the CROWN ROYAL® trademark, Purple Bag trademark, and CROWN 

ROYAL® Trade Dress are strong, famous, inherently distinctive, have achieved secondary 

meaning, and have come to be exclusively identified with Diageo (or the maker of CROWN 

ROYAL® whisky).  As such, the CROWN ROYAL® and Purple Bag marks have by any 

measure become famous within the meaning of 15 U.S.C. § 1125(c) and Tex. Bus. & Com. Code 

Ann. § 16.103(b), and are entitled to the widest scope of protection under federal and state 

trademark infringement, unfair competition, and anti-dilution laws. 
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C. Defendants’ Unauthorized, Infringing, Dilutive, and Unfairly Competitive Activities 

28.  Defendants are well aware of the popularity and fame of Diageo’s CROWN 

ROYAL® whisky, the CROWN ROYAL® trademark, the Purple Bag trademark, the CROWN 

ROYAL® Trade Dress, and the goodwill represented and symbolized by each. 

29. Nevertheless, with full awareness of that popularity, fame, and goodwill, 

Defendants have undertaken unfairly and in bad faith to capitalize on the popularity of and 

demand for CROWN ROYAL® whisky and the marks, trade dress, and indicia associated with 

that product, and to divert Plaintiff’s sales to Defendants through a variety of unlawful activities 

that infringe and dilute Diageo’s CROWN ROYAL® trademark, Purple Bag trademark, and 

CROWN ROYAL® Trade Dress.    

30. Defendants are prominently using several trademarks, each of which standing 

alone infringes and dilutes Diageo’s famous marks.  For example, Defendants are currently 

distributing and marketing competing Canadian whiskies under the names Texas CROWN Club, 

Florida CROWN Club, Tennessee CROWN Club, Arkansas CROWN Club, and South Carolina 

CROWN Club, and possibly other brands as well.   Each of these brand names emphasizes the 

distinctive and famous “Crown” term that is closely identified with CROWN ROYAL® whisky –

and is substantially and confusingly similar to the CROWN ROYAL® trademark.  Accordingly, 

the use of each of Defendants’ marks standing alone in connection with the advertising and sale 

of Defendants’ Canadian whisky constitutes trademark infringement and dilution.  The consumer 

confusion and dilution created by Defendants’ unlawful use is exacerbated by the facts that 

Defendants regularly give the word “CROWN” much greater prominence as compared to any 

other word or mark on Defendants’ bottles, that in most cases they depict the word “CROWN” in 
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a gold script font confusingly similar to the gold script font used by Plaintiff to display its 

CROWN ROYAL® trademark, and that in some cases Defendants entirely omit the word CLUB. 

31. Defendants’ infringing whisky products are already being sold and will likely 

continue to be sold in the same trade channels and in immediate proximity to Diageo’s CROWN 

ROYAL® whisky.  For example, the following photographs show Diageo’s CROWN ROYAL®

whisky being sold right next to – and even in the same displays as – Defendants’ SOUTH  

CAROLINA CROWN CLUB whisky (described in a shelf talker as “NEW S.C. CROWN”): 

        

Defendants’ willful and wanton intent is evidenced by the fact that Defendants themselves 

posted the following photograph on their SOUTH CAROLINA CROWN Facebook page (which 

does not use the word “CLUB” in its title) showing their South Carolina CROWN Club whisky 
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intermixed with CROWN ROYAL® whisky, with the description “Look at that great stack of 

South Carolina Crown Whisky”: 

32. To support their unlawful products, Defendants have embarked on an extremely 

broad trademark filing scheme to register marks that include “CROWN” as their dominant 

component.  For example, according to United States Patent and Trademark Office records, 

Defendant Mexcor owns the following four federal trademark registrations (arranged by 

registration number):  
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Mark Reg. No. Reg. Date Covered Goods Owner 

TEXAS CROWN 
CLUB

3,738,906 Jan. 19, 2010 Whiskey
Whiskey

Mexcor

TEXAS CROWN 
CLUB and Design 

3,810,851 June 29, 2010 Whiskey Mexcor 

TEXAS CROWN 
CLUB and Design 

3,810,852 June 29, 2010 Whiskey Mexcor 

SOUTHERN 
CROWN CLUB 

4,269,884 Jan. 1, 2013 Whiskey Mexcor 

33. Defendants have also filed at least 21 federal trademark applications for word 

marks (i.e., phrases) that include “CROWN” as their dominant component on an “intent-to-use” 

basis.  These applications, many of which EJMV has filed very recently since the beginning of 

February 2013, are the following (arranged by serial/application number; on information and 

belief, all of these applications remain pending as of the date of this Complaint):  

Mark Filing Date Ser. No. Covered Goods Owner 

TENNESSEE
CROWN

July 25, 2011 85-379607 Whiskey Mexcor 

CALIFORNIA
CROWN CLUB 

Mar. 5, 2012 85-560605 Whiskey Mexcor 

FLORIDA
CROWN CLUB 

Mar. 5, 2012 85-560550 Whiskey Mexcor 

GEORGIA 
CROWN CLUB 

Mar. 5, 2012 85-560571 Whiskey Mexcor 

SOUTH 
CAROLINA
CROWN CLUB 

Apr. 17, 2012 85-600172 Whiskey Mexcor 

AMERICAN
CROWN CLUB 

Sept. 7, 2012 85-723577 Whisky Mexcor 

CROWN CLUB Sept. 13, 2012 85-728849 Vodka; whisky Mexcor 

COLORADO
CROWN CLUB 

Sept. 21, 2012 85-734894 Whisky Mexcor 

LAS VEGAS 
CROWN CLUB 

Oct. 19, 2012 85-758727 Tequila; vodka; 
whisky

Mexcor
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DAKOTA
CROWN CLUB 

Feb. 5, 2013 85-841350 Whisky EJMV 

WASHINGTON 
CROWN CLUB 

Feb. 5, 2013 85-841343 Whisky EJMV 

NEW ENGLAND 
CROWN CLUB 

Feb. 5, 2013 85-841334 Whisky EJMV 

NEW YORK 
CROWN CLUB 

Feb. 5, 2013 85-841340 Whisky EJMV 

VIRGINIA
CROWN CLUB 

Feb. 5, 2013 85-841342 Whisky EJMV 

MARYLAND
CROWN CLUB 

Feb. 5, 2013 85-841333 Whisky EJMV 

BIG APPLE 
CROWN CLUB 

Feb. 5, 2013 85-841346 Whisky EJMV 

NEW ORLEANS 
CROWN CLUB 

Feb. 5, 2013 85-841338 Whisky EJMV 

AMERICAN
CROWN CLUB 

Feb. 14, 2013 85-850555 Whisky EJMV 

LOUISIANA
CROWN CLUB 

Feb. 18, 2013 85-852984 Whisky EJMV 

JERSEY CROWN 
CLUB

Feb. 18, 2013 85-852971 Whisky EJMV 

CHICAGO
CROWN CLUB 

Feb. 18, 2013 85-852970 Whisky EJMV 

34. Each of Defendants’ marks listed above standing alone infringes and dilutes (or 

would infringe or dilute) the CROWN ROYAL® trademark if it is or were used on whisky.  

Defendants already are using several of these marks in the marketplace, including the TEXAS 

CROWN CLUB, FLORIDA CROWN CLUB, TENNESSEE CROWN CLUB, ARKANSAS 

CROWN CLUB, and SOUTH CAROLINA CROWN CLUB marks.    

35. Defendants have also filed at least eleven federal trademark applications for 

marks that emphasize the word “CROWN” and include a cloth bag designed to incorporate a 

state flag or other symbol referencing a geographic location included in each of these marks.  
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These applications, many of which again Defendant EJMV has filed very recently since the 

beginning of February 2013, are the following (arranged by serial/application number; on 

information and belief, all of these applications remain pending as of the date of this Complaint):  

Mark Filing Date Ser. No. Covered Goods Owner 

TEXAS CROWN 
CLUB WHISKY 
and Design 

Sept. 17, 2012 85-731118 Whisky Mexcor 

ULTRA
PREMIUM
AMERICAN
CROWN CLUB 
WHISKY and 
Design

Feb. 18, 2013 85-852815 Whisky EJMV 

ULTRA
PREMIUM
ARKANSAS 
CROWN CLUB 
WHISKY and 
Design

Feb. 18, 2013 85-852818 Whisky EJMV 
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ULTRA
PREMIUM
CALIFORNIA
CROWN CLUB 
WHISKY 
CALIFORNIA
REPUBLIC and 
Design

Feb. 18, 2013 85-852832 Whisky EJMV 

ULTRA
PREMIUM
COLORADO
CROWN CLUB 
WHISKY C and 
Design

Feb. 18, 2013 85-852839 Whisky EJMV 

ULTRA
PREMIUM
FLORIDA
CROWN CLUB 
WHISKY and 
Design

Feb. 18, 2013 85-852842 Whisky EJMV 
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ULTRA
PREMIUM
SOUTH 
CAROLINA
CROWN CLUB 
WHISKY and 
Design

Feb. 18, 2013 85-852846 Whisky EJMV 

ULTRA
PREMIUM
TENNESSEE
CROWN CLUB 
WHISKY and 
Design

Feb. 18, 2013 85-852854 Whisky EJMV 

WHISKY ULTRA 
PREMIUM LAS 
VEGAS CROWN 
CLUB A A A A 
and Design 

Feb. 18, 2013 85-852857 Whisky EJMV 
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ULTRA
PREMIUM
SOUTHERN 
CROWN CLUB 
WHISKY and 
Design

Feb. 18, 2013 85-852969 Whisky EJMV 

ULTRA
PREMIUM
GEORGIA 
CROWN CLUB 
WHISKY and 
Design

Feb. 25, 2013 85-859648 Whisky EJMV 

 

36. Each of Defendants’ bag designs is substantially and confusingly similar to the 

Purple Bag mark used in connection with CROWN ROYAL® whisky, and infringes and dilutes 

Diageo’s rights in the Purple Bag mark.  Defendants’ bags immediately evoke Plaintiff’s famous 

Purple Bag and will cause consumers to believe that Defendants’ whisky products originate with 

or are regional variations or line extensions from the maker of CROWN ROYAL® whisky.  This 

is especially likely in light of Diageo’s regular use of bags in other colors for its CROWN 

ROYAL® line extensions.
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37. With a wide universe of available bottle shapes from which to choose, Defendants 

chose a bottle design similar to the CROWN ROYAL® whisky bottles.  Because both parties’ 

bottles have a short, wide shape and a decorative stopper, when the parties’ products are placed 

in their respective drawstring bags, they are rendered virtually indistinguishable.  Even to the 

extent the parties’ bags or bottles differ in shape or appearance, the overall impression created by 

Defendants’ use of a drawstring bag together with a short, wide bottle and decorative stopper is 

that Defendants’ products are part of the CROWN ROYAL® family of line extensions. 

38. On information and belief, Defendants are deliberately and in bad faith seeking to 

appropriate Diageo’s existing goodwill in, consumer recognition of, and extensive marketing, 

promotion, and advertising of CROWN ROYAL® whisky, the CROWN ROYAL® mark, the 

Purple Bag mark, and the CROWN ROYAL® Trade Dress to enhance the sales of Defendants’ 

infringing products.

39. Needless to say, Diageo has not authorized or licensed Defendants to distribute, 

market, or sell whisky using Diageo’s CROWN ROYAL® mark, Purple Bag mark, CROWN 

ROYAL® Trade Dress, or any imitations of those marks or dilutive or confusingly similar 

indicia.

D. The Effects of Defendant’s Unlawful Activities 

40. Plaintiff is aware of actual confusion that has occurred in the marketplace as a 

result of Defendants’ infringing products and trademarks, and on information and belief, such 

actual confusion is continuing.

41. As a direct and proximate result of Defendants’ foregoing actions, Diageo is 

suffering irreparable injury for which there is no adequate remedy at law, and absent injunctive 

relief, will continue to suffer irreparable injury for which there is no adequate remedy at law.     
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42. On information and belief, Defendants have derived certain direct and indirect 

benefits and profits from its unlawful distribution, marketing, and sale of its infringing and 

dilutive products, all at Diageo’s economic and reputational expense.  Defendants’ foregoing 

actions have caused and will continue to cause Diageo to suffer damages, including but not 

limited to lost sales, lost profits, and damaged goodwill. 

43. On information and belief, Defendants’ foregoing acts have been willful, wanton, 

malicious, intentional, and purposeful or in reckless disregard of, or with callous indifference to, 

Diageo’s rights. 

44. Defendants’ foregoing acts have occurred in interstate commerce and in a manner 

affecting interstate commerce. 

45. The activities of Defendants complained of herein have damaged Diageo in an 

amount that is not yet determined.   

COUNT I 
FEDERAL TRADEMARK INFRINGEMENT OF THE  

CROWN ROYAL ® TRADEMARK

46. Diageo repeats and incorporates by reference the allegations contained in the 

foregoing paragraphs. 

47. Diageo is the owner of the federally-registered CROWN ROYAL® trademark. 

48. Through Diageo’s extensive and exclusive use and promotion, as well as 

substantial sales, the CROWN ROYAL® trademark, which is inherently distinctive, has garnered 

widespread public recognition in the United States, and has become well-known and famous 

among consumers. 

49. Defendants’ use and intended use of the CROWN-formative trademarks 

referenced above, both standing alone and together with Defendants’ various “Bag” trademarks, 
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has caused and is likely to continue causing confusion, deception, and mistake by creating the 

false and misleading impression that Defendants’ whiskies offered in conjunction with these 

marks are affiliated, connected, or associated with Diageo and CROWN ROYAL® whisky and 

the Purple Bag mark, or have Diageo’s sponsorship, endorsement, or approval, or are regional 

variations, line extensions, or brand variants of CROWN ROYAL® whisky, or otherwise 

originate from Diageo, in violation of 15 U.S.C. § 1114. 

50. On information and belief, Defendants’ actions demonstrate a willful and bad-

faith intent to trade on the goodwill associated with Diageo’s CROWN ROYAL® trademark, and 

to cause confusion, deception, and mistake in the minds of Diageo’s customers and potential 

customers.  

COUNT II 
FEDERAL TRADEMARK INFRINGEMENT OF THE  

PURPLE BAG MARK 

51. Diageo repeats and incorporates by reference the allegations contained in the 

foregoing paragraphs. 

52. Diageo is the owner of the federally-registered Purple Bag mark.

53. Through Diageo’s extensive and exclusive use and promotion, as well as 

substantial sales, the Purple Bag mark, which is inherently distinctive, has garnered widespread 

public recognition in the United States, and has become well-known and famous among 

consumers. 

54. Defendants’ use and intended use of the “Bag” trademarks referenced above, both 

standing alone and together with Defendants’ CROWN-formative trademarks, has caused and is 

likely to continue causing confusion, deception, and mistake by creating the false and misleading 

impression that Defendants’ whiskies offered in conjunction with these marks are affiliated, 
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connected, or associated with Diageo and CROWN ROYAL® whisky, or have Diageo’s 

sponsorship, endorsement, or approval, or are regional variations, line extensions, or brand 

variants of CROWN ROYAL® whisky, or otherwise originate from Diageo, in violation of 

15 U.S.C. § 1114.

55. On information and belief, Defendants’ actions demonstrate a willful and bad-

faith intent to trade on the goodwill associated with Diageo’s Purple Bag mark, and to cause 

confusion, deception, and mistake in the minds of Diageo’s customers and potential customers. 

COUNT III 
FEDERAL TRADE DRESS INFRINGEMENT, UNFAIR COMPETITION, AND FALSE 

DESIGNATION OF ORIGIN 

56. Diageo repeats and incorporates by reference the allegations contained in the 

foregoing paragraphs. 

57. Defendants’ use of the CROWN-formative and “Bag” trademarks referenced 

above, both standing alone and together, constitutes false representation, false description, and 

false designation of origin of Defendant’s products and services in violation of 15 U.S.C. 

§ 1125(a).  Defendant’s actions also constitute unfair competition in violation of 15 U.S.C. 

§ 1125(a). 

58. Defendants’ use of CROWN-formative and “Bag” trademarks in conjunction with 

each other, along with other trade dress elements that contribute to the overall look and feel of 

Defendants’ whisky products, emulate and mimic the overall appearance of Diageo’s CROWN 

ROYAL® whisky product and packaging, and are confusingly similar to the CROWN ROYAL®

Trade Dress.  Defendants’ use thus constitutes trade dress infringement in violation of 15 U.S.C. 

§ 1125(a). 
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59. Defendants’ activities have caused and, unless enjoined by this Court, will 

continue to cause a likelihood of confusion and deception of members of the public and, 

additionally, injury to Diageo’s goodwill and reputation as symbolized by the CROWN 

ROYAL® and Purple Bag trademarks and the CROWN ROYAL® Trade Dress.   

COUNT IV 
FEDERAL TRADEMARK DILUTION 

60. Diageo repeats and incorporates by reference the allegations contained in the 

foregoing paragraphs. 

61. Diageo’s CROWN ROYAL® and Purple Bag trademarks and CROWN ROYAL®

Trade Dress are and have become famous by virtue of, inter alia, their strong brand recognition, 

extent of use, extent of advertising, publicity, and nationwide usage. 

62. Defendants’ foregoing willful and bad faith acts dilute and tarnish, and are likely 

to and will continue to dilute and tarnish, the distinctive qualities of the CROWN ROYAL® and

Purple Bag trademarks and CROWN ROYAL® Trade Dress in violation of Section 43(c) of the 

Lanham Act, 15 U.S.C. § 1125(c). Defendants’ acts discussed above all took place after the 

CROWN ROYAL® and Purple Bag trademarks and CROWN ROYAL® Trade Dress became 

famous, and  (a) blur and impair these marks’ and trade dress’s ability to act as distinctive 

identifiers of source or origin, (b) tarnish the CROWN ROYAL® and Purple Bag trademarks and 

CROWN ROYAL® Trade Dress and harm their reputation, and (c) circumvent Diageo’s efforts 

to maintain the integrity of the products with which these trademarks are associated.  

COUNT V 
CANCELLATION OF MEXCOR’S REGISTRATIONS  

UNDER 15 U.S.C. § 1064 

63. Diageo repeats and incorporates by reference the allegations contained in the 

foregoing paragraphs. 
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64. Diageo will be damaged by continued registration of Defendant Mexcor’s 

continued registration of the trademarks TEXAS CROWN CLUB (Reg. No. 3,738,906), TEXAS 

CROWN CLUB and Design (Reg. No. 3,810,851), TEXAS CROWN CLUB and Design (Reg. 

No. 3,810,852), and SOUTHERN CROWN CLUB (Reg. No. 4,269,884) on the federal principal 

register. 

65. Therefore, in accordance with Section 14 of the Lanham Act (15 U.S.C. § 1064), 

Reg Nos. 3,738,906; 3,810,851; 3,810,852; and 4,269,884 should be cancelled. 

COUNT VI 
TRADEMARK DILUTION UNDER TEX. BUS. & COM. CODE ANN. § 16.103 

66. Diageo repeats and incorporates by reference the allegations contained in the 

foregoing paragraphs. 

67. Diageo’s CROWN ROYAL® and Purple Bag trademarks and CROWN ROYAL®

Trade Dress are and have become famous and widely recognized by the public throughout the 

state of Texas by virtue of, inter alia, strong brand recognition, extent of use, extent of 

advertising, publicity, and nationwide and statewide usage.   

68. Defendants’ false and unauthorized imitation of Diageo’s CROWN ROYAL® and

Purple Bag trademarks and CROWN ROYAL® Trade Dress, which on information and belief 

has been willful, dilutes and is likely to dilute the distinctive quality of Diageo’s CROWN 

ROYAL® and Purple Bag trademarks and CROWN ROYAL®  Trade Dress, by eroding the 

public’s exclusive identification of the marks and trade dress with Diageo, tarnishing the positive 

associations of these marks and trade dress, and lessening the capacity of these marks and trade 

dress to identify and distinguish Diageo’s goods. 
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COUNT VII 
COMMON LAW TRADEMARK INFRINGEMENT AND UNFAIR COMPETITION 

69. Diageo repeats and incorporates by reference the allegations contained in the 

foregoing paragraphs. 

70. Defendants are promoting and selling products using trademarks and trade dress 

that are likely to cause consumer confusion, mistake, and deception.   

71. On information and belief, Defendants’ conduct is gross, wanton, and willful, and 

is intended to reap the benefit of Diageo’s goodwill in the CROWN ROYAL® and Purple Bag 

trademarks and CROWN ROYAL® Trade Dress, and constitutes trademark infringement and 

unfair competition under Texas common law. 

72. Diageo is therefore entitled to, among other remedies, injunctive relief, an award 

of its actual damages, an accounting of any profits enjoyed by Defendants as a result of its 

unlawful conduct, and punitive damages.  

PRAYER FOR RELIEF 

WHEREFORE, Diageo prays that Judgment be entered against Defendants as follows: 

1. That Defendants, their partners, agents, employees, and all persons in active 

concert or participation with Defendants, be permanently enjoined and restrained from: 

a. Using the CROWN-formative and “Bag” trademarks referenced above, 

including but not limited to the trademarks set out in the following registrations and applications: 

TEXAS CROWN CLUB (Reg. No. 3,738,906), TEXAS CROWN CLUB and Design (Reg. No. 

3,810,851), TEXAS CROWN CLUB and Design (Reg. No. 3,810,852), SOUTHERN CROWN 

CLUB (Reg. No. 4,269,884), TENNESSEE CROWN (Ser. No. 85-379607), FLORIDA 

CROWN CLUB (Ser. No. 85-560550), SOUTH CAROLINA CROWN CLUB (Ser. No. 85-

600172); TEXAS CROWN CLUB WHISKY and Design (Ser. No. 85-731118), ULTRA 
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PREMIUM ARKANSAS CROWN CLUB WHISKY and Design (Ser. No. 85-852818), ULTRA 

PREMIUM FLORIDA CROWN CLUB WHISKY and Design (Ser. No. 85-852842), ULTRA 

PREMIUM SOUTH CAROLINA CROWN CLUB WHISKY and Design (Ser. No. 85-852846),

and ULTRA PREMIUM TENNESSEE CROWN CLUB WHISKY and Design (Ser. No. 85-

852854

b. Using the CROWN ROYAL® and Purple Bag trademarks and CROWN 

ROYAL® Trade Dress and any other mark, design, configuration, or trade dress that incorporates 

the “CROWN” term (including but not limited to “CROWN ROYAL”), or that is confusingly 

similar to Diageo’s CROWN ROYAL® or Purple Bag marks (including but not limited to 

Defendants’ CROWN and “Bag” marks), or that incorporates the CROWN ROYAL® Trade 

Dress, on or in connection with their whiskies or other products and services discussed herein;

c. Using any false designation of origin or false description, or representing 

or suggesting directly or by implication that Defendants or their whisky products are affiliated 

with, associated with, authorized by, or otherwise connected to Diageo; that Defendants are 

authorized by Diageo to use Diageo’s CROWN ROYAL® and Purple Bag marks, the CROWN 

ROYAL® Trade Dress, or Defendants’ marks referenced above; or that Defendants’ whisky 

products originate with Diageo or are brand variants or line extensions of CROWN ROYAL®

whisky;

d. Using any simulation, reproduction, copy, or colorable imitation of 

Diageo’s CROWN ROYAL® mark, Purple Bag mark, or CROWN ROYAL® trade dress, 

including but not limited to Defendants’ marks referenced above, in connection with the 

promotion, advertisement, display, sale, offering for sale, manufacture, production, circulation, 

or distribution of any product or service in such a manner as to relate or connect, or tend to relate 
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or connect, such product in any way to Diageo or any products or service sold, manufactured, 

sponsored, or approved by or connected with Diageo, including but not limited to CROWN 

ROYAL® whisky;  

e. Tarnishing, harming the reputation of, blurring, impairing the 

distinctiveness of, or otherwise diluting the CROWN ROYAL® or Purple Bag marks or 

CROWN ROYAL® Trade Dress, including but not limited to through the use and dissemination 

of Defendants’ marks referenced above; 

f. Engaging in any other activity constituting unfair competition with 

Diageo, or constituting infringement of Diageo’s CROWN ROYAL® or Purple Bag marks or 

CROWN ROYAL® Trade Dress; or 

g. Instructing, assisting, aiding, or abetting any other person or entity in 

engaging in or performing any of the activities referred to in subparagraphs (a) through (f) above. 

 2. That Defendants be required to recall from the trade and all distribution channels 

any and all products, packaging, advertising, and promotional materials bearing the 

infringing and diluting marks and trade dresses;  

3. That Defendants be required to undertake corrective advertising to remedy the 

damage and injury to Diageo caused by Defendants’ unlawful, infringing, and dilutive 

trademarks and trade dresses. 

4. That Defendants be required to deliver to the Court for destruction, or show proof 

of destruction of, any and all products, packaging, advertising, and promotional materials in 

Defendants’ possession or control that use the CROWN ROYAL® or Purple Bag marks or 

CROWN ROYAL® Trade Dress, or any other mark, design, or configuration that is confusingly 
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similar to or dilutes Diageo’s CROWN ROYAL® or Purple Bag marks or CROWN ROYAL®

Trade Dress.  

 4. That Defendants be directed to file with the Court and serve on Diageo,

within thirty (30) days after entry of a final injunction, a report in writing under oath setting forth 

in detail the manner and form in which Defendants have complied with the injunction. 

5. That an accounting be ordered and judgment be rendered against Defendants for 

all profits received from the sale of products and services directly or indirectly in connection 

with, or advertised or promoted in any manner, utilizing the infringing, diluting, and confusingly 

similar imitations of the CROWN ROYAL® or Purple Bag marks or CROWN ROYAL® Trade 

Dress. 

6. That Diageo recover its actual damages.  

7. That the award of profits resulting from Defendants’ Lanham Act violations, 

including dilution, infringement, unfair competition, and false designation of origin, be trebled. 

8. That the award of profits resulting from Defendants’ violation of Tex. Bus. & 

Com. Code Ann. § 16.103 be trebled. 

9. That Diageo be awarded interest, including pre-judgment interest, on the 

foregoing sums. 

10. Finding this to be an “exceptional case” within the meaning of the Lanham Act 

and directing that Defendants pay Diageo the costs of this action and Diageo’s reasonable 

attorneys’ fees and expenses.

11. That Diageo be awarded punitive damages to deter any future violations of 

Diageo’s rights. 
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12. That, pursuant to 15 U.S.C. § 1119, the Court make a determination and certify an 

order to the Director of the United States Patent & Trademark Office: 

a. That Defendant’s U.S. trademark registrations that incorporate the term 

CROWN be cancelled; and  

b. That Defendant’s pending U.S. trademark applications discussed above, 

all of which incorporate “CROWN” and/or a “Bag” design be denied registration. 

13. That, pursuant to 15 U.S.C. § 1116, the Court issue a permanent injunction 

enjoining Defendants from pursuing their current applications for federal registration of the 

marks cited above that incorporate “CROWN” and/or a “Bag” design, or any future applications 

for federal registration of CROWN-formative or “Bag” marks in connection with whisky, or the 

other products and services discussed herein. 

14. That the Court direct such other action as the Court may deem just and proper to 

prevent the trade and public from deriving the mistaken impression that any products or services 

offered, advertised, or promoted by or on behalf of Defendants are authorized by Diageo or 

related in any way to Diageo’s products or services. 

15. That Diageo have such other and further relief as the Court may deem just and 

proper.
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DATED:   March 26, 2013 

        Respectfully Submitted, 

FULBRIGHT & JAWORSKI L.L.P. 

     /s/ Linda L. Addison    
Linda L. Addison 
State Bar No. 00903700 
Federal I.D. No. 3430 
Fulbright Tower 
1301 McKinney, Suite 5100 

       Houston, Texas  77010-3095 
       Telephone:  713.651.5151 
       Telecopier:  713.651.5246 
       E-Mail:  laddison@fulbright.com 

       ATTORNEY IN CHARGE FOR PLAINTIFF

DIAGEO NORTH AMERICA, INC.

OF COUNSEL: 

PROSKAUER ROSE L.L.P. 
Brendan J. O’Rourke* 
Adam D. Siegartel* 
Celia R. Muller* 
Eleven Times Square 
New York, NY 10036 
Telephone:  212.969.3000 
Telecopier:  212.969.2900 

*Pro hac vice to be filed 

FULBRIGHT & JAWORSKI L.L.P. 
Melanie B. Rother 
State Bar No. 24041826 
Federal I.D. No. 39164 
Fulbright Tower 
1301 McKinney, Suite 5100 
Houston, Texas  77010-3095 
Telephone:  713.651.5151 
Telecopier:  713.651.5246 
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Scr, No. 448, flied Jim, 10, 195G 

Joseph LL Seagram tr. Sons Limiterl (Canadian &:orpora- For: ALCOHOI. IC I. IOVORS — NAMFLY, WHIS- 
tioni I&BY — in CI. ASS 49, 

1430 Peel St. First use Jan. 11, 1954; in commerce Jan. 11, 1954. 
iVlontrcat, Ouobcc, Canada 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

Commissioner for Trademarks 
P. O. Box 1451 

Alexandna, VA 22313-1451 
www uspto gov 

REGISTRATION NO: 0635313 SERIAL NO 72/000448 MAILING DATE: 10/14/2006 
REGISTRATION DATE 10/02/1956 
MARI& CROWN ROYAL 
REGISTRATION OWNER. Diageo North America, Inc 

CORRESPONDENCE ADDRESS: 

Dana M Gilland 
Diageo North America, Inc 
801 Main Avenue 
Norwalk CT 06851 

M07llCE OF ACCEPTANCE 
15 U S C Sec. 1058(a)(3) 

Tl-IE COMBINED AFFIDAVIT AND RENEWAL APPLICATION FILED FOR THE ABOVE-IDENTIFIED REGISTRATION 
MFETS THE REQUIREMENTS OF SECTION 8 OF THE TRADEMARK ACT, 15 U, S. C Sec. 1058, 

ACCORDINGLY, THE SECTION 8 AFFIDAVIT IS ACCEPTED. 

MOIICE OF RENEWAL 
15 U S. C. Sec 1059(a) 

I HE COMBINED AFFIDAVIT AND RENEWAL APPLICATION FILED FOR THE ABOVE-IDENTIFIED REGISTRATION 
MEFTS THE REQUIREMENTS OF SECTION 9 OF THE TRADEMARK ACT, 15 U. S. C Sec 1059, 

ACCORDINGLY, THE REGISTRATION IS RENEWED, 

Tl-IE REGISTRATION WILL REIVIAIN IN FORCE FOR CLASS(ES): 
049. 

G RANATA, S HARD N D 

PARALEGAL SPECIALIST 
POST-REGISTRATION DIVISION 
571-272-9500 

PLEASE SEE Tl-IE REVERSE SIDE OF THIS NOTICE FOR INFORMATION 
CONCERNING REQUIREIVIENTS FOR MAINTAINING THIS REGISTRATION 

ORIG I NAI 
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REQUIREIVIENTS FOR MAINTAINING A FEDERAL TRADEMARK REGISTRATION 

I) SECTION 8: AFFIDAVIT OF CONTINUED USE 

The registration shall remain in force for 10 years, except that the registration shall be canceled for failure to file an Affidavit of 

Continued Use under Section 8 of the Trademark Act, 15 U. S. C Sec. 1058, at the end of each successive 10-year penod 

following the date of registration. 

Failure to file the Section 8 Affidavit will result in the cancellation of the registration. 

II) SECTION 9: APPLICATION FOR RENEWAL 

The registration shall remain in force for 10 years, sublect to the provisions of Section 8, except that the registration shall 

expire for failure to file an Application for Renewal under Section 9 of the Trademark Act, 15 U S C Sec 1059, at the end of 

each successive 10-year penod following the date of registration 

Failure to file the Application for Renewal will result in the expiration of the registration, 

NO FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS WILL BE SENT TO THE REGISTRANT BY THE 

PATENT AND TRADEMARK OFFICE. IT IS RECOIVIIVIENDED Tl IAT THE REGISTRANT CONTACT THE PATENT AND 

TRADEMARK OFFICE APPROXIIVIATELY ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN 

ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES. 
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Combined Declaration of Use In Commerce 4 Application For 
Renewal of Registration of A Mark Under Sections 8 4 9 

The table belo&v presents the data as entered. 

REGISTRATION NUlV18KR 

REGISTRATION DATE 

SERIAL NUMRER 

MARK SL&" CTION 

MARI&. 
' 

OWNER SECTION (curr ent) 

NAME 

S1 IIEET 

CITY 

STA'I'E 

' ZIP/POSTAL CODE 

COUNTRY 

OWNER SECTION (proposed) 

NAlvlE 

S'I'REET 

CI'I'Y 

STATI. ; 

ZIP/POSTAL CODE 

COUNTRY 

ATTORNEY SECTION 

NAlvIE 

I'I Rlvf NAML 

' . S'I'R I', I;"I' 

: 0635313 

10/02/1956 

72000448 

; 
CROVv'N ROYAL (stylized and/or with design) 

' SEAGRAM COMPANY LTD„THE 

801 Main Ave 

. Nol wall& 

CT 

' 06851 

' VS 

. Diageo North America, Inc. 

, 801 Main Ave 

Norwalk 

j 
Connecticut 

06851 

United States 

' Dana M Gilland and Steven Rosenthal 

Diageo North America, Inc. 

l 801 Main Avenue 
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CITY 

STATL' 

ZIP/POS'I'AL CODE 

'COUNTRY 

F, MAIL 

AUTHORIZED TO COlvlivIUNICATE VIA 

E-Ivi AIL 

DOCKET NUivIB F RS 

' 
OTHER. APPOINTED ATTORNEY(S) 

Dl". SIGN IvlARI& I"ILE NAIvfE(S) 

, 
'Norvvalk 

, Connecticut 

06851 

; Uniled States 

, 
' trademarks(cod iageo. corn 

' CRWN-0016-U S 

i Elliot 13asner, Jennifer Millones, Graceann Pisano 

, 
; 
htt~://tess2. us&to, ov/Im a«eA «ent/Ima eA «entProx '? 

«etl in a & e=72000448 

GOODS AND/OR SERVICL&'S SECTION 

IUi1 ERNA TIONAL CLASS 

KEEP EXISl'ING GOODS AND/OR 

SERVICES 

033 

' YES 

SPECIMEN FILE NAME(S) 

' 

, 

'ATI CRS&EX PORT4&IMAG EOVT4 
'~7203004$72000448hxm I I &S 8 90002. J PG 

SPL'Cllvll:, N DESCRIPTION 

PAYMENT SE&CTION 

NLliVIBER OF CI, ASSES 

UiUlvfBFR Ol' CLASSES PAID 

SUBTOTAI AivIOUNT 

TOTAI. , AlvIOUNT 

SIGNATVRL&' S I&'. C'I'ION 

SIGNATURE 

SIGNATORY NAivIE 

SIGNATORY DATI-:, 

SI GNATOR Y POSITION 

PAYlvlENT IVIETI-IOD 

VILING INPORMATION 

SUBMIT DATE 

picture of bottle 

500 

500 

/Steven M Rosenthal/ 

: Steven M Rosenthal 

i 08/02/2006 

: Attorney for Applicant 

'vVed Aug 02 11;04;51 EDT 2006 

: USPTO/S08N09-129333943-20 

, '060802110451230904-063531 
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TL'AS STAlvf P , 
3-20039d5e634202c59de8280 

' faf0727bf233-DA-1221-2006 
i 0802104912428110 
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Combined I)eclaration of Use In Commerce A Application For Renewal of 
Registration of A Mark Under Sections 8 A 9 

To the Commissioner for Trademarks: 

RIr, 'GIS'I'RA'I"ION NUMBLrR: 0635313 
RE GISTRA"I" IOiX DA "I" Li': I 0/02/ I 956 

MARK: CROWN ROYAL (stylized and/or with design) 

The owner, Diagco North America, Inc, residing at 801 Main Ave, Norwalk, Connecticut United States 

06851, is using the ITral'Ic in commerce on or in connection with the goods and /or services as follows; 

I or International Class 033, the owner is using or. is using through a r'elated company or licensee the lTra!'Ic 

in commerce on or in connection with all goods and/or services listecl in the existing registration. 

The owner is submitting one specimen for' each class showing the marlc as used in commerce on or in 

connection with any item in the class of listed goods and/or services, consisting of a(n) picture of bottle, 

~S&ecimen-I 

Thc registl'ant hereby appoints Dana M Gilland and Steven Rosenthal ancl Elliot 13asner, Jennifer 

fvIillones, Graceann Pisano of Diageo North America, Inc. , 801 Main Avenue, Norwalk, Connecticut 

Unitecl States 06851 to submit this Combinecl Declaration of Use In Commerce cd Application I'or. 

Renewal of Registration of A Ivlar k Under Sect. ions 8 2 9 on behalf of the registrant. The attorney 

cloclcct/ref'erence nunlber is CRWN-0016-VS, 

A fee payment. in the amount of!|500 will be submittecl with the form, representing payment for I 

class(es), plus any aclcl itional grace period fec, if necessary. 

Declaration 

Section 8: Declaration of Use in Commerce 
The owner is using or is using through a related conrpany or licensee the trrar/cin comnrercce on or in 

connection r vrth the goodslservices iclentrf't'ed above, as er&idenced by the attached specimen(s) shor ving the 

nr&rrl& &rs rlsed rn con7/nerce. 

Section 9; Application for Renewal 
The registrant requests that the registration be renewed for the goods anc/lor services identifiecl above. 

The unclersigned being hcrcby warned that, willful false statements and the like are punishable by fine or 

imprisonment, or both, under 18 U. S, C. Section 1001, and that such willful false statements and the like 

ITray jeoparciize the validity of this document, declares that he/she is proper ly authorized to execute this 

document on behalf of the Owner; and all statements n1ade of his/her' own knowledge are true ancl that all 

statements made on information and belief are believed to be true, 
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S ignahure: /Steven IVi Rosenthal/ Date: 08/02/2006 

Signatory's Name; Steven M Rosenthal 
Signatory's Position: Attorney for Applicant. 

Mailing Address: 
Diageo North America, Inc, 
80 l IV1clll1 AYCllLIC' 

Novwalk, Conneclicut. 06851 

14AM Sale Number: 122 1 

1&AIV1 Accounting Date: 08/02/2006 

Serial Number: 72000&I48 

internet Transmission Date: Weel Aug 02 1 l:04:51 EDT 2006 
TEAS Stamp: VSPTO/S08N09-129333943-20060802110451230 
904-0635313-20039d5e634202c59cle8280faf07 
27b f233-DA-1221-200608021049 I 2428110 
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ROUTING SHKI(, T TP PPSTRgi+IST~TIPN(PRU) l&cglstl'atlonllulllber: 0635313 

Serial Number: 72000448 

RANI Sale i%umbel; 1221 

IIAIVI Accounting Date: 20060802 'f otal Fees: $500 

Note I'rocess in accordance with I'ost Registration Standard Operating Procedure (SOP) 

TI'illlsactloll I'cc 
Code 

T I'luis a c t I on 
Date 

Fee per 
Cl:iss 

Number 
of Classes 

rotal 
Fcc 

qs8 affidavit 
Application l. or Beilewal (j~9) 

7205 20060802 
7201 20060802 

$100 
$400 

$100 
$400 

Physi al I, o 'ation 900 - FILE I&EPOSITOI&Y (FRANCONIA) 

Lost Case Flag: False 

In TICRS (Ail'-FLG-IN-TICKS): False 

Tr msaction Date: 20060802 
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IIIt, Cl„: 33 

Prior U. S. Cls. ; 47 BIId 49 
Ileg, No. 2, 094, 877 

UAited StateS Patn~I W&d Trarlemark. OA'iCC Begtsternl sep. 9, 1999 

TR7)f, DLPMAI(K 
P14INCIPAI RL'GISTL'H 

SI. :AOIIAM COMPANY Ul fX, I IIE (CANADA 
CO R I'OR AT I ON) 

1430 PEFI. STREE I' 
1@ION'I REAL, QUEIIEC, CANADA 113A 1S9 

POR; WVI IISKY, IN CLASS 33 (V. S. CLS 47 
AND 49), 

PIRST USE I- 11--19541 IN COMMEI&CE 
1-11-1954. 

OIYNL'I& OI' U. S. RIIC3. NOS. G35, 3I3, 1, 724, 742 
AND O'I HERS. 

I fIE STIPPI, INO IS A FEATURE OE 'I'HE 
MARK AND DOES NOT INDICAI E COLOR 

SER. NO. /5-150, 924, I'II. EID 8-15-1996. 

ROIIL'R1' I. ORI!N70, HXAMININO A'I"! Ol&NBY 
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Commissioner for Trademarks 
2900 Crystal Drive 

Arlington, VA 22202-3514 
www. uspto. gov 

1&I". 'GISTRA"I'ION NO: 2094877 SERIAI. NO: 75/150924 MAII. ING DATE: 11/05/2003 

REGISTRATION DATL': 09/09/1997 
MAIt3&. : Cl&OWN ROYAL AND DESIGN 
REGISTRA'I'ION OWNEI&: DIAGEO NOR'I'EI AMERICA, INC. 

COBRA", SI'ONBKNC1&, ADDRL'SS; 

DANA M. GII. I. AND 

DIAGI. O NOR'I'll AMI, RICA, INC. 
SIX LANDMAI&l&. SQUARE 
S'I'AMI" OIM, CT 10603 

NOTICE GF ACCEPTANCE 
15 U. S. C. Sec. 1058(a)(1) 

Tl-IE COMBINED AFFIDAVIT FILED FOR THE ABOVE-IDENTIFIED REGISTRATION 
MEETS THE REQUIREMENTS OF SECTION 8 OF THE TRADEMARK ACT, 15 U. S. C. Sec. 
1058. 

ACCORDiNGLY, THE SECTION 8 AFFIDAVIT IS ACCEPTED. 

NOTICE OF ACKNOWLEDGEMENT 
15 U. S. C. Sec, 1065 

Ti-IE AFFIDAVIT FILED FOR THE ABOVE-IDENTIFIED REGISTRATION MEETS THE 
REQUIREMENTS OF SECTION 15 OF THE TRADEMARK ACT, 15 U. S. C, Sec, 1065. 

ACCORDINGLY, THE SECTION 15 AFFIDAVIT IS ACKNOWLEDGED. 

THE REGISTRATION WILL REMAIN IN FORCE FOR CLASS(ES): 
033. 

STEVENS, VALERETA 
PARALEGAL SPECIALIST 
POST-REGISTRATION DIVISION 

(703) 308-9500 
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PI'101' I J S Cls ' 47 f III l 49 
Reg, No, 2, 851, 028 

UHltcfj States Patent and Trademark 0 ffice Registered June 8, z001 

Tl&ADI&. 'MARI& 
Pl(livfCIPAI. Rb'GlSTKR 

('ROWN ROYAI, 

DIACiEO NORTH AlvfERICA, INC, (CONNLvCTI- 
CUT CORl'ORATION) 

SIX LANI& IAI&K. SQI/ARLI 
STAivfl ORD, C I 06901 

I'OR. AI C()11OLIC 1)f!Vf!RAGI:8 NAhf1. 'LY NIILS- 
ICI'X, liN CI. ASS 33 IU 8 CI. S 0/ AND '19) 

I". IRST US I. : 0-0. 1961. IN COIvf vtf, l(CL' 0-0-196. 1 

OKVNI. R OF U. S. RfiO. NOS. 635, 313 AND 2, 09-1, 877. 

Sl. 'R. NO, 78-37I, 313. F[l, f D '/-8-3003, 

PA(/I f', OAST, FXAIvfININO A'ITORNDY 

Case 4:13-cv-00856   Document 1-4    Filed in TXSD on 03/26/13   Page 15 of 34

A60



Siclc - 1 

NO'I'ICli: OF ACCI«". I'I'ANCIEN. ' AND 

ACKNOWI. li 1)CI Mli. 'N'I' Ol» $)8 A Is 
D I'", CI. ARATION 
MAILING DATL'. Aug 30, 2009 

Thc combined &fccfata(io» ol use ancl tncontcstabiltty filed in connection with the registration identificcl 

below 111ects ihe rcqEllrcmcnts of Scctlons 8 B »el 1 5 of chc 1 rAclcmarf& Ac'1, I 5 U, S. ( . st 1058 Bncl 1065, 

I hc col'llbincd cfcclaratloll is Bcccptccf i»el acfcnowfccfgccf, The rcgisir«1tion remains in force. 

I'ol forihc r lnfol m«ation Bbol lt tilts notlcc, vlslt onr websltc «1t: hii . //Www. us to. ov. To revtcw 

i»f'ormaiion regarding ihe refetencecl registration, go io hti //iari. us io. ~ov, 

REG NUMI3I. . R; 2851028 

MARIC: CRO "vVN ROYAL 

0%'N k. 'R: Diageo North An1erica, Inc. 

Side — 2 

IJNI I'I', D STA'I'I', S PATI'. NT AND 
'I'1&ADL1MARI& OI'I'ICE 
COMMISS ION I R I'OR 'I'R. ADI. :MARI&S 

P O. 13OX 1451 
AI. I. 'XANDRIA, VA 22313-1-151 

I'II&S'I'-CI. ASS 
iVIAII. 

U. S POS'I AGI; 
PAID 

Jen»tfer J. Mt 1 lones 

Diagco North America, Inc. 
801 1V1'Bin Avc 

Norw;ilk, CT 06851 
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Irlt, CI. : 33 

Prior U. S. Cis, : 47 arid &I9 

United Stfrtes Portent and 'I'rwdern'&rk Office 
Rpg. Qp. 3, 020, 295 

Registered iilev. 29, 2005 

"I IiADLPMARI( 
PRINCIPAI, REGISTL&'R 

r"'. 

0 lr(J", 

4"' 
I, 

I 

DIA(i!. '0 NOR'I I I ANII:RICA INC ICONNf C'l I. 
CI IT ( ORPORATIOV) 

FJI SIAIN AVI. 
iipl&WVAI, I(. C I' 060)I 

r Or( At c&)l IOLIC BIB'I. I(A( I. s, NAZI:IA'. Dls- 
IILLED SPIRI'IS. IN (. I ASS 33 IILS. ('LS. I7 AND I9i. 

PIRS'I USL' 0-0-l964: IN COIvf Ill:RCI'. P-P-f964. 

O'vVNER OI' ILS. RIXi NO. 2, 829, 432. 

'I Ill MARI& CONSIS1'5 Ol' A B(XI'I'l, L' DIISIOV 
SVITII A LABfil, DlrslON 

SI. R NO 'Y-I69. !5&, I II, LD h'-l6-200 I 

CAROLINI' V/OOD. IL(AMININO A1 PORN!'Y 
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From: 
Sent: 
To: 
Subject: 

T MOfficia I N otices@US PTO. GOV 

Tuesday, January 10, 20'l2 11:00 PM 

trademarks@diageo. corn 

Trademark RN 3020295; Official Notice of Acceptance and Acknowledgement 
under Sections 8 and 15 of the Trademark Act 

Serial Number: 78469755 
Registration Number: 3020295 
Registration Date: Nov 29, 2005 
Mark; CROWN ROYAL(STYLIZED/DESIGN) 
Owner: Diageo North America, Inc. 

Jan 10, 2012 

NOTICE OF ACCEPTANCE UNDER SECTION 8 

The declaration of use or excusable nonuse filed for the above-identified registration meets the 
requirements of Section 8 of the Trademark Act, 15 U. S, C, $1058. The Section 8 declaration 
is accepted. 

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15 

The declaration of incontestability filed for the above-identified registration meets the 
requirements of Section 15 of the Trademark Act, 15 U. S, C. $1065, The Section 15 
declaration is acknowledged. 

The registration will remain in force for the class(es) listed below for the remainder of 
the ten-year period, calculated from the registration date, uniess canceled by an order of 
the Commissioner for Trademarks or a Federal Court. 

Class(es): 
033 

TRADEMARK SPECIALIST 
POST-REGISTRATION DIVISION 
571 -272-9500 

REQUIREII/IENTS FOR IMAINTAINING REGISTRATION 

WARNING: Your registration will be canceled if you do not fiie the documents below 
during the specified time periods. 

Requirements in the First Ten Years 
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What and When to File; You must file a Declaration of Use (or Excusable Nonuse) and an 

Application for Renowal between the 9th and 10th years after the registration date. See 'l5 

U. S. C. g)1058 and 1059. 

Requirements in Successive Ten-Year Periods 

VVhat and When to File: You must file a Declaration of Use (or Excusable Nonuse) and an 

Application for Renewal between every 9th and 10th-year period, calculated from the 
registration date. See 15 U. S. C, (f1058 and 1059. 

Grace Period Filings 

The above documents will be considered as timely if filed within six months after the deadlines 
listed above with the payment of an additional fee, 

***The USPTO WILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE 
REQUIREMENTS. THE REGISTRANT SHOULD CONTACT THE USPTO ONE YEAR 
BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN ABOVE TO DETERMINE 
APPROPRIATE REQUIREMENTS AND FEES. *** 

To view this notice and other documents for this application on-line, go to 
~htt://tdr. us to. ov/search. action?sn=78469755, NOTE: This notice will only be available on- 

line the next business day after receipt of this e-mail. 
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Prior I. J. S. Cls. : 22 If(Id 39 
Rcg, No. 3, 096, 261 

United StateS Patent arl(l I rademarlC OffiCC Regis(eeed. ~'Iey 23, 2006 

TR AI) I", MARI& 
PRINCII'Al, E(I". GISTER 

CROWN ROYAI. 

(1(A(italo NOR'111 Aihfl ft. fCA, INC (CONNf. CI I- 
CU'I CORPORA'I'ION) 

SOI I IAIN AVF. 
NORWALK. CT 06$61 

I OR ARTICLI:S OF CLO'I'IIINO, NAMI I, Y, 
JACIrLrl'S, CAPS, PULI, OVIIRS, SNIRTS. T-SIIIKIS, . 'N CLASS 26 (U. S, CLS, 2' ANIL 39). 

I'IRS'I (;SE 0. 0- I ~%9; IN CQb flvlfIRC!. 0-0. 19S9. 

O(YNLI& Of U S I(I;G. NOS. 63&, 313, 1, 7 (, 71". 
AND '('9. 1 377 

SN 78-118, 145, FILfs13 3-29-2002 

DORI'I I' L. CARROLL, L'XAfv11NIKCi rYI"IOI(NL'Y 

Case 4:13-cv-00856   Document 1-4    Filed in TXSD on 03/26/13   Page 20 of 34

A65



From: 
Sent: 
To: 
Subject: 

TMOfficiaINoticesimUSPTO. GOV 

Saturday, May 19, 2012 11, 01 PM 

gina, venditteltidiageo. corn 

Trademark RN 3096261: Official Notice of Acceptance and Acknowledgement under Sections 8 and 15 of 

the Trademark Acl 

Serial Number: 78118445 
Registration Number; 3096261 
Registration Date: May 23, 2006 
Mark: CROWN ROYAL 
Owner: Diageo North Amenca, Inc 

May 19, 2012 

NOTICE OF ACCEPTANCE UNDER SECTION 8 

I hc declaration of usc or excusablo nonuse filed for the above-identified registration meets the requirements of Section 8 of the 

Iradcmark Act, 15 U. S. C, i3 I058 The Section 8 declaration is accepted, 

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15 

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the 

Trademark Act, l5 U. S. C. $1065. The Section 15 declaration is acknowledged. 

The registration will remain in force for the class(es) listed below for the remainder of the ten-year period, calculated 
from the registration date, unless canceled by an order of thc Commissioner for Trademarks or a Federal Court. 

Class(es): 
025 

I'RADEMABI( SPFCIALIST 
PO "I -I&CGIS TRA I ION DIVISION 
571-272-9500 

REQUIREMENTS FOR MAINTAINING REGISTRATION 

WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods. 

Requirements in the First Ten Years 

What and When to File: You must file a declaration of usc (or excusable nonuso) and an application for renewal between the 

9th and 10th yeais after the rogisiration date. Sec 15 U. S. C. )) 1058, 1059. 

Requirements in Successive Ten-Year Periods 

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between 

every 9th and 10th-year period, calculated from the rogistration date. See 15 U. S. C. I3i31058, 1059. 
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Grace Period Filings 

Ihe above documonts will bo considered as timely if filed within six months after the deadhnos listed above with the payment of 

an additional feo, 

***The USPTO WILL NOT SEND ANY FURTt-IER NOTICE OR REMINDER OF THESE REQUIREMENTS. THE 

REGISTRANT SHOULD CONTAC1 THE USPTO ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN 

ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES. *** 

5 Ih dd ' d th. d t I tl ppf 5 -I, B t ~htt:lftd t. I: h: Bd v 511 
. =IBBBB 

I IO IF. This notico will only bo availablo on-linc iho next business day after receipt of this e-mail. 
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Prior U, S. Cls. : 22 aII(l 39 
Reg. No. 3, 234, 379 

United States Patent and 'I'1'a(lcmarlc Office I(egistered Apr, 24, 2007 

'I'RA1'H". MARl( 
VRINCIPAI Rb". GISTKR 

DIACII 0 NOR'I'l l AbrflIRICA, INC (CONNEC'I'I- 
CU'I' CORI'ORATIOY) 

801 li, (KIN AVI: 
OI(WrS LIC, CT 06rS5 I 

I OR: AR'IICLES Ol' CLOTkIING. NAIVILLY, 
JACAL IS. WIND RPSIS rAN'I JACICEIS, I EA'I'I II'. R 
JACKETS, BOXEIC . SIIIRTS, GOI. I" SIIIRTS, POLO 
SIIIRTS, ICNIT SPIIR'I S. 'I'AYIC. TOPS, PAN'I'S, 

SLFEPWEAR, SWI. A'!'SIIIRT 8, T-SIIIR'I'S. CAPS, 
BASEBALL CAPS, VISORS, BAN1&ANAS, Hr'(TS, 
Al'ROYS. I OO'VVI'AR, NAh'ff:IAL SANDAI. S AND 
11, (1'-I:LOI'S, IN CI. ASS 26 (I). S CI, S 2" ANI& 39/ 

I IRS'I' USI. 0-0-1989: IY COMh f1". R. CI'. 0-0-19iS9. 

OWYlrR OP U S RPO NOS I 724742 2094877 
rh M & 2. 861. 028. 

'I IIE MARI( CONSISTS Of 'I'HL 8'I YLI/. 'ED 
WORDS CI&OWN ROYAL. 

SY 78-16'&, 725, Elf I D 8-18-200rl, 

CAROI, IN I' 'rVOOD, I'. Xr& fIN IIX(i A'I I ORNIIV 
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Prior IJ. S, CI. : 49 
Beg. No. 1, 724, 742 

UllltCR &. 5t&'r)ttCS VrItCIlt. RIilCt II'MlCmclI'k OfflCC Begistere&I Oct, 13, )&992 

"I'QADI& MARK 
PBI NCIl'AI 8HGIS'IXiB 

SPECIAL RESERVE 

JOSEI'll F, SEAGRAlvl 2 SONS, J, IMITJSJ) 
(CA N A DA COR I'ORATION) 

I'130 PEEL S'f REE'I 
IvlONTI(EAL, QUEJIEC, CANADA 113A I S9 

FOR 5VIIISKY, IN CI. ASS 13 (U S Cl, 49). 

I I RS'I I JSB 10 I — 1991; IN COMM IJRCE 
10-1- 1991 

OWNER OF U. S REO NOS. 635, 313, 635, 314, 
AND 635, 115. 

NO CLA Jhl IS MAJ3E I O TJ JE EXCLUSIVL 
RIOJI'I' 'I'0 USE "SPECIAJ. RESERVE", APAItT 
FROlvl 'I fIB MARK. AS SIIOWN 

. 'iN 74-166, 1&01, I&ILL&LJ 5 15 1991. 

DONNA ivlIRlvlAN, FXAlvfININC3 AT I'ORNEY 
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UNITED STAT" o DEPARTMENT OF COMMERCE 
Patent and 1 !hnark Office 
ASSISTANT COMMISSIONER FOR TRADEMARKS 
2900 Crystal Drive 
Arlington, VA 22202-3513 

IIBGISTI&ATION NO. 17Z4/4Z SERIAL NO, 74/166801 

MARK: CR CROWN ROYAL SPECIAL REtSEtRVE 

IIBGISTRANT: SEAGRAM COMPANY LTD. , THE' 

PAPBR NO. 
MAILING DATP-: May ZSt 1998 

CORREDPONDBNCB ADDI'!SS: 
Jon A. Lewis 
J'oseph E. Seagt am 8s Sons, Inc. 
Legal Department 
800 Third. Avenue 
New York, New York 100ZZ 

TMPRU please furnish the following 
in all currospondenc. o 

1, 
2 

4, 

Your phono nurnbcr and ZIP Code. 
Mailing date of this sctron 
Affrdauit-Renewal Examiner's nwne. 
Mark nil corrsspondenco to the 
attention of "Pntl" using the shove 
address. 
flegistratlon No. 

RECEIP'I' I 9 ACKN(IWI. E13GI, 'D OF THL SU13HITTED REQUFST UNDER: 

SECTION 8 OF THE TRADEMAI(K STATUTE AND 3/ CFR SECS. 2. 161-2, 166. 

SECTION 15 OF THE IRADEIIARK SrATUrlv AND 37 CFR. SECS. 2. 167-2. 168. 

YOUR REQUEST FULFII, I, S THE STATUTORY REQUIREMENTS AND HAS BEEN ACCEPTED. 

A. J. GORE 

AFFIDAVIT-RENEWAL EXAMINER 

IRADEMARK FXAMINING OPERATION 

(703) 308-9500 FXT. 129 
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~~y States' of 5~ 
)Hniteb &tnten intent nrlb ()(rnbenineb &)In&fire 

CRO'vVN ROYAL 

RCg, No, 3, 703, 5()2 DIA()l:0 NOI? J1fhb6if?JCA INC (CONN(CJICLJ'['COI?I'ORAR ION/ 

I?c8in(ninil (k( 2 /, 200') 8(J I JvlAliN AV)2 

NOJ?bYALK CT 0&i8» I 

IA J. CIS. . '25 ff?f(l 36 I'Ol? Ak) ICI, L'8 Ol. Cl Ol If(NO, Nhfvll:I. Y. SA'Iih)SJJIH I 8 AN)) I )A( 8 IN CI. ASS 25 (U 8 
( 

' 
I, 8 2? A iN 0 3') I 

f RADht I/etude Irlf?Sl USE l0-0-2005 IN COlvtlv11!I?CI& 10-0-2005 
SF!RVJCE JvlARfr'. 

I'Rl 3(:I P/) L RftCiiSTEI?. I Ol? R(N &I'JCIAI, Sl'ONSOI?SI)II'Ol SROI?'I [) K) ANI) CIJTT(JRAI, I Vf N'I 8, IN CJASS )& 

(U S &'I, S )00, 101 ANL) 102) 

I fRST (JS) 2-0-2005, (N COMM)'I?("Ii 2-0-2005 

I I ILi i&IAJ? I' ('ONSIS I S Ol' 4'JAN)M)?L) (. 'I JAl?/&&2 L UI?8 bVI'I ) IOLJ'I CI A 1 Iv) I O AUi Y I'AI&- 

Tl&. :I/l, hl? I &)N I STYI, L! Sl/. IC OR COJ Of& 

SiN 78-169 /17. I II, J', l0 8-18-2000 

fvlh I? I& I? ADI'. JvfhCI tl 'I?. f!)&AivflN(NG A I I'ORNI 'IY 

Case 4:13-cv-00856   Document 1-4    Filed in TXSD on 03/26/13   Page 26 of 34

A71



IIIt, Cl, : 36 

Prior IU, S, Cls. : 100, 101, and 102 
Reg, No. 3, 234, 495 

United StateS Patent and Trademark OffiCe IIcgristcrcdApr. 2r), 2007 

Sl&. '14VICI'; MAI(14 
VRli~CIV, ~, ~IOCISTKR 

('. 'RO'~I r t~r' R. O'2 AI. 
«'l-l. N fPII. ")NY, i'IIP RA(. ", INC'7 

DlrrGF!O NORTH AiVIF!RICA, INC. ICONNI:CTI- 
CU'I' CORI'ORATION) 

801 MAIN AVE 
NORIVALK, CT 0(r851 

I OR: 1'INANCIAL SPONSORSIIIP (31. Sl'ORTING 
AND (. 'U I. '1'l1 RAL I!VF!N'I S. IN ('I. ASS 3(r ( U S C'I. S. 
100, IOI AND 102) 

I IRS'I' I)SF '. . -0-2005 IN COlvf)VIRRCI. 2-(1-2005 

'I'IIL ibfrr RK CONSISTS OF S I'ANDARD CIIAR- 
AC'I DRS VVITIIOU'I' CLAIM TO ANY PAR'I IC(lLAR 
FOiN I, S'I'YLIL Slr'I. , OR COLOR. 

Ohrr YIIR OE U S RLG Nr()S I 720 702 2 091 877 
AND 2 851 028 

N!O CI. AIM IS IvIADI 'I'0 'I'HL I!XCLUSIVIr 
RI(rlIT 'I'0 USlr "Crl lhfi'IPIONSIIIP RACING", 
Al'AR'I' frf(OM 'I'1 if! iVfi!, RIC AS Sl IO!VN. 

SN 78-511, 993, I ILI:D 11-5-200-1 

CAROLINI. VVOOD, F!XAIVIINING A'I"I DRYLY 
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1IIt. Cl, : 33 

PI lor V, S, Cls. : 47 a»(l 49 

United States Patent and 'I'rademark Office 
Reg, No, 3, 291, 893 

ltcgistcrc(I Scp. 11, 2007 

T1TADEMA14K 
VRlttfCIPAL 1K~;GISTKR 

Cl&OWN I&OYAI, XR 

DIA( liO NORTH Ahiff. 'RICA. INC. ICONNI. '( ll- TIIL' MAI(K CONSIS3S OF STXNI)AI(33 CIIAR- 
CU'I' CORPORATION) 'ic'I I:RS XVI'I I I OUT CLA liVf TO AN Y PARI I(. U I. AI( 

001 ivfAIN AVI!NUL' I ONT, STYI. , I:, SIZL, OR COLOR. 
NORWAI. I(. , C'I' 06'851 

FOR: ALCOHOI IC BEVI:l(AOI S, NAMliLY. SN 7'-73 I 77i', FII. LD IO-17-2006 

vVI IISKY, IN CLASS 33 IU S CLS A7 AND 'l9), 

I IRSI USI' 6-30- 006 liN COiVIIvILRCI 6-30-'i006 ASlvfAf KIIAN IivAMININ() ATTOI(N[iY 
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Xrrt. CI, : 33 

PI'iOr U, s, CIS, : 47 RIIII 49 
Reg, No. 3, 314, 727 

United StrrteS l IItent and frII(lemrtrk Of'fiCe Regretered Oet. 16, 2007 

TRADEMARK 
PRI. srCIPAI, REI Is TI/, N„ 

(" ~W'Per@'A'P 

DIAGI. '0 NOR1H Ah'lI!RICA, INC (CONNI:C'I'I- 
CU'I CORI'ORA I ION) 

801 I IAIN A4'ENUI: 
NORWAI. K, CI' 06861 

FOR: Ar COHOLIC rim'LAGFS, NAlrfer V, WIIIS- 
R Y. IN CLASS 33 Ir LS. CLS, 47 AND 99). 

OWNVR Ol' 1/. S, Rl:G, NOS, 2. 091, 8/'/. 3. 02", 956, 
AND 0'I I-IL'RS. 

SN 78-918, :139, FILFD 6-28-200fe 

I IRS'I (ISI 6-30-2006, Ih COlvtAII. 'RCIr 6-30-2006. /Rr"Nrt'I R IvtAR'IIN, IIXAIvlrNING A1TORNI!Y 
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lnt. Cl. : 33 

Prior U. S, CIS. : 47 nnd 49 
Reg. No. 3, 332, 468 

Unite(l iStcgt('. S Pnte(lt All(I Tl'AdCII1(tl'k OffiCe a. gi~f~i. d i40v, e, ZOO7 

TRAM:MA. RI& 
PRII 4CIPi'LL REGISTER 

SPECIAL RESERVE 
~+q~e". ~peri 

e" QQ 

DIAGFO NORTII AfvfERICA, INC. ICONNf'CTI- 
CUT CORPORATION) 

80I iV[AIN AVENUE 

NORWAI. K. C'I' 06851 

FOIL ALCOHOLIC BEVf. 'I&AGES, NA!vfELY, 
Wf-IISKY. IN CLASS 33 ( U. S. CLS. 47 AND 49), 

FIRST IJSF. 9-0-2006; IN COMMERCE 9-0-2006. 

OWNLR OF U. S. REG, NOS, l. 724, 742, 3, 022, 96e. 
AN D OTH "RS. 

NO CLAIfvf IS iVIADI. ' ro rHI-: EXCLUSIVE 
RIGHT TO USE "SPECIAL RL'SERVE" APART 
I ROM THF fvfhRK hS SHOWN. 

SN 18-862. 668, I'ILED f-17-2006. 

DAVID COLLIER, EXAMINING ATTORNFY 
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lnt, [("I. : 33 

Prior US. Cls. ; 47 @nfl 49 

United States I'ftterlt ltnd Tra(1emarlc Office 
Reg, No. 3, 506, 079 

Regis(ere[I pep. 23, 2008 

"I'RAI)L'MAI(l( 
PM'(C1PAj, REGISTER 

CROWN 1&. OYAL OASI~ NO, I(& 

f&IAO[ D NOR'I II Alvtl! RfCA, (NC. (CONN(. C'[I- 
Ctl'I &'ORI'ORA'['[OK) 

80l (MAIN AVI. NUf. 
4 0 IUVA LK, CT 06851 

ROIL AI. COHOLIC BISVRRAC!I;S, NAIvlnI, Y, 
5VIIISI&Y, tN CLASS 33 (U S CLS 87 AND 49) 

FIRST US[I 9-30-2007, IN COb llvf tiRCI: 9-30-3007 

'l Ill: ib[ARIC CONSIS'I'S Ol"' Sl'ANDARD CIIAR- 
A&" I I RS WI'[ HOU'I CLAIM TO ANY I AR'I'ICULAII 
I!ONT, STYLI'. SIZI:, OR COLOR. 

OIVN[ilt Ol („S, Ri &I NOS 635, 3[3 AND 3, 85[, 028 

iNO !CLAI(v( LS lvlADL 'I'0 THL I:. XCI, (/SIV[, 
I&IOIITTO US[: "CASIC", ARAR'I I RO(vf TIII'i Iv!AR[C 
AS Sl IOSVN, 

SN '/'/-189, 719, I'ILI;D 5-2 (-2007. 

ivtAIIK Sfv/vRACINO, I!XAMI51KG AT1ORNI!Y 
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Prior U. S. Cls. : 47 all[i 49 
Reg. No, 3, 596, 123 

Unite(i StateS I'atent an(l Tra(lemark OffiCe Rogiotorod Mor. 2 I, 2009 

T1( A 1) I&', iVlA III& 
Vmivvt( 'IPA(, RT~', 6 IS'1'EI( 

(. 'R()WN ROYAI, RES ERVI. ' 

DIAGL'0 NOI&'I'I! AtvftiR[CA. INC [CONN[ C"[1- 
CUT CORRORATION) 

80[ 5'[AIN AVLiN[[f: 
NOR3VALK. CT 06861 

I OR Dtb'I'[I. [. [i[1 SR[R[TS, tN CLASS 33 [U. S. CLS, 
. 17 AND 19) 

FIR. ST US[" [0-0-3008, I 5 Cotv[IV[ LIK'I. 10-0-2008 

TIIE ib[ARIr CONSISTS OI" S'I[ANDARD CIIAR- 
AC I I IZS 'vVI'I [IOU I CLAIlvf 'I 0 ANV RAR'I'ICUI. AR 
I ON'I. S'I YLfL SIZ[L OR COLOR 

OWN[!I& OI" U. S. IftiG. NOS. 3. 032, 956, 3, 333, 168, 
AND O'I'I lf[RS. 

iNO CI A[tv[ IS iVf KDI'i 10 't'llI'. I'XCLUSIVI: 
R[GI [T 30 USL "Rl:Sf!RV[. ", ARAR'I IvROIv[ 'I'Ill 
tv[At&I( AS Sl [OV i i 

SN 77-363, 689. I'IL[:D 1-3-3008 

ICA'I'HI. RIN[! S'I'OIDI'iS, I. 'XA[v[INING AT1ORNI!Y 
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Int. Cl. : 33 

I'I lop U. S. Cls. : 47 and 49 
Bg, o. 3i 9 i 

United States Patent and Trademark Office Registere0~1er. 24, 2009 

'I'RADEMAIR f4 

VRIi ICII'AI. REGISTER 

DIAGEO YORTH 'vtvtt'f&ICA. IY('. ICOiNNI;C'I'I- 
CUT COI(PORATION) 

801 IvfAIN AVPNUI 

NORV'ALK, CT 06851 

FOR ALCOHOLIC BliVLRAGES, NAIvILI. V, 
3VI IISI(V. IY CLASS 33 I U S. CLS. 17 AK13 19). 

t I teST tiSI 10-0-2008. IN Coiitwt. kct. 10-0- 008 

1)ii Nt I( 01- fr S tvt:G KOS 10TB 9~6 Ii 333 168 

AiN17 0'l l! I. RS. 

NO CLAlivl IS lvIADII TO THI EXCLUSIVE 
l&IGI IT 'I'0 USP. "RESI'. RVI '. APA101 I ROlvf fl-II: 
ivfARI(. AS SHOXVN 

Till. IvfARI( COYS 1ST S OP 'I'HI WVORDS 
"CRO'iVN ROYAL RLSI. I(VI;" ALOYG TIIE TOP 
AYI3 BO3 TO1vL OF A CIRCLI AN13 Tkfn I L I I'liRS 
"CRR" CON'I'AINLI3 SVITHIN AY, tYYIIR CIRCI. Pi, 

Sh 77- )(i3, 698, I' ll I. l) I-3-3008. 

KA'I'Ill;RINli S I Off)t:8, t (AtvifN'ING A'I 'I Ol&iNI V 
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~&y Qtufc9' of 5@ 
Wniteb &tnten intent nnb rf(enbenrnt(r rtf) fftte 

l(c ). Xcc 4, 023, 275 

Ikcoistcr. c(l ')ci). 6, 2011 

Ittt, (. 'l. : 33 

'I'RA D L'I')'t))t t(K 

PRIIY'CIPeU. REGISTER 

l)IA(rl () iV()RI II Aibll RfLA, IN( (4()NViln( I I(. 'I) I (. '()Rl'()RA I l()iV) 

Vu I blAIN AYI Villi 

Nt)R(YALK ( I 0(inbl 

I &)R )I COIIOI IC ltt. 'rrf RA(it 'r LXCLI'I I)LLRS liN ('I AS'r 3 ) (tl. 'I CI S il7A VI&rli)) 

I IRS'I I!SF. I-l-2010, IN C()ivlivll'R('I: i-I-2() l0 

IIIL' f((ARK CONRIS IS Ol 0 IAiVI)ARI) ('IIARA( I LRR 6'I Ill()LI I CLAlrht IO AN'r' RAR- 
'I I(. 't Jf AR Ir()N I' S7 Yl. f= SI7I', Olr COI ()R 

Ohb NL'R Ol. U 'S REG NOS 635 3 I 3 2 00 I 077, hi JD 2, 851 02)t 

SN 77-II f7 Ii)-I Fll FD 9- I-&009 

(. 'ARRI). GLNOVI Sl, I XArrtlrVtrV() Al l()RNI. Y 

Pa (X nag+ 
I)«I tnfll. lire fear I. I'n '. , i i . I innl (rill r 
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EXHIBIT 5 
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From: TMOfficialNotices@USPTO.GOV
Sent: Thursday, August 2, 2012 11:00 PM
To: trademarks@diageo.com
Subject: Trademark RN 3137914: Official Notice of Acceptance and Acknowledgement under Sections 8 and 15 of

the Trademark Act

Serial Number:    78462822
Registration Number:    3137914
Registration Date:    Sep 5, 2006
Mark:    Miscellaneous Design
Owner:    Diageo North America, Inc.

  Aug 2, 2012 

NOTICE OF ACCEPTANCE UNDER SECTION 8

The declaration of use or excusable nonuse filed for the above-identified registration meets the requirements of Section 8 of the
Trademark Act, 15 U.S.C. §1058.  The Section 8 declaration is accepted.

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the
Trademark Act, 15 U.S.C. §1065.  The Section 15 declaration is acknowledged.

The registration will remain in force for the class(es) listed below for the remainder of the ten-year period, calculated
from the registration date, unless canceled by an order of the Commissioner for Trademarks or a Federal Court.

Class(es):
033

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500 

REQUIREMENTS FOR MAINTAINING REGISTRATION

WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods.

Requirements in the First Ten Years

What and When to File:  You must file a declaration of use (or excusable nonuse) and an application for renewal between the
9th and 10th years after the registration date.  See 15 U.S.C. §§1058, 1059.

Requirements in Successive Ten-Year Periods

What and When to File:  You must file a declaration of use (or excusable nonuse) and an application for renewal between
every 9th and 10th-year period, calculated from the registration date.  See 15 U.S.C. §§1058, 1059.
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Grace Period Filings

The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of
an additional fee.

***The USPTO WILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS.  THE
REGISTRANT SHOULD CONTACT THE USPTO ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN
ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.***

To view this notice and other documents for this application on-line, go to  http://tdr.uspto.gov/search.action?sn=78462822.
 NOTE: This notice will only be available on-line the next business day after receipt of this e-mail.
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                                    CIVIL COVER SHEET

(SEE INSTRUCTIONS ON NEXT PAGE OF THIS FORM.)

I. (a) PLAINTIFFS DEFENDANTS

(b)
(EXCEPT IN U.S. PLAINTIFF CASES) (IN U.S. PLAINTIFF CASES ONLY)

(c) (Firm Name, Address, and Telephone Number) (If Known)

II.  BASIS OF JURISDICTION (Place an “X” in One Box Only) III.  CITIZENSHIP OF PRINCIPAL PARTIES  (Place an “X” in One Box for Plaintiff
(For Diversity Cases Only)                                                     and One Box for Defendant) 

                                                   PTF    DEF                                                       PTF    DEF
(U.S. Government Not a Party) or

and
(Indicate Citizenship of Parties in Item III)

IV.  NATURE OF SUIT (Place an “X” in One Box Only)
CONTRACT TORTS FORFEIT URE/PENALTY BANKRUPTCY OTHER STATUTES

 PERSONAL INJURY PERSONAL INJURY

PROPERTY RIGHTS

LABOR SOCIAL SECURITY
 PERSONAL PROPERTY

 REAL PROPERTY    CIVIL RIGHTS   PRISONER PETITIONS FEDERAL TAX SUITS
Habeas Corpus:

IMMIGRATION
Other:

V.  ORIGIN (Place an “X” in One Box Only)

(specify)

VI.  CAUSE OF ACTION

(Do not cite jurisdictional statutes unless diversity)

VII.  REQUESTED IN
         COMPLAINT:

CLASS ACTION DEMAND $

JURY DEMAND:

VIII.  RELATED CASE(S)
          IF ANY (See instructions):

FOR OFFICE USE ONLY

Diageo North America, Inc.

Fairfield

Linda L. Addison
Fulbright & Jaworski L.L.P., 1301 McKinney, Suite 5100,
Houston, Texas 77010-3095 Telephone: (713) 651-5151

Mexcor, Inc. and EJMV Investments, LLC

Harris

15 USC 1114 and 15 USC 1125

Trademark infringement; trade dress infringement; unfair competition; false designation of origin;

03/26/2013 /s/ Linda L. Addison
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INSTRUCTIONS FOR ATTORNEYS COMPLETING CIVIL COVER SHEET FORM JS 44

I.(a) Plaintiffs-Defendants.

   (b) County of Residence.

   (c) Attorneys.

II.  Jurisdiction.

. ; NOTE: federal question actions take precedence over diversity 
cases.

III.  Residence (citizenship) of Principal Parties.

IV. Nature of Suit.

V. Origin.

VI.  Cause of Action. Do not cite jurisdictional 
statutes unless diversity. 

VII. Requested in Complaint.

VIII. Related Cases.

Date and Attorney Signature.
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